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Applicant(s) 

09/478,702 VAN TASSEL ET AL. 

Examiner Art Unit 

Jill M.Gray 1774 
-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for. reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 1 1 February 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) £3 Claim(s) 1.18 and 30-96 is/are pending in the application. 

4a) Of the above claim(s) 52-58 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) El Claim(s) 1,18.30-51 and 59-96 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)D accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim fdTdomestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) C] Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Response to Amendment 



Applicant's request for reconsideration of the finality of the rejection of the last 
Office Action is persuasive and, therefore, the finality of that action is withdrawn. 



1 . The indicated allowability of claims 1,18, 30-31 , and 59-69 is withdrawn in view 
of the newly discovered reference(s) to Jagannathan, 4,865,703. Rejections based on 
the newly cited reference(s) follow. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



3. Claims 1 , 32-33, 35-36, 40-41 , 70, 72, 74, and 78 are rejected under 35 
U.S.C. 102(b) as being anticipated by European Patent Publication No. 475,592 
(hereinafter the publication). 

The publication teaches a tape that is removable from a carrier, said tape 
comprising a first component that is generally dielectric and conductive such as alumina 
and zirconia, wherein said tape additionally comprises a second component. 

Accordingly, the publication anticipates the invention as claimed in claims 1 , 32- 
33, 35-36, 40-41 , 70, 72, 74, and 78. 



Allowable Subject Matter 



Claim Rejections - 35 USC § 102 



States. 



Application/Control Number: 09/478,702 Page 3 

Art Unit: 1774 

4. Claims 1,18, 30, 32-35, 37-38, 40-44, 46-51 , 59-61 , 63, 68-70, 72-74, 77-83, 85- 
86, and 88-96 are rejected under 35 U.S.C. 102(b) as being anticipated by Jagannathan 
4,865,703. 

Jagannathan teaches particulate magnetic recording media comprising a first 
material as required by claims 1, 30, and 34. Jagannathan teaches that his particulate 
magnetic recording media comprises at least two components (78) wherein at least one 
of said components is electrophoretically deposited, as required by claims 18, 40, 59, 
69, 81-82, and 93. This component is particulate magnetic material and thus is 
generally dielectric and conductive as required by claims 35, 38, 44, 70, 74, 83, 86, and 
88. See column 2, lines 15-16. The particulate media is deposited on a substrate that 
is on a carrier wherein the electrodes are energized, thereby resulting in a particulate 
media that is substantially continuous and removable from a carrier, as required by 
claims 33, 41, 42, 72, 85, 89-90, and 94-96. See column 7, line 66 through column 8, 
line 27. As to claims 37, 43, 60, 61 , and 77, Jagannathan teaches forming a pattern by 
alignment of the particles. See column 6, lines 61-62. Furthermore, Jagannathan 
teaches that the first component can be formed at least partially on top of a second 
component, as required by claims 46, 79-80, and 91-92. As to claims 30 and 63, 
Jagannathan teaches an apparatus comprising a carrier and electrodeposition bath. As 
to claims 47 and 49, these properties are inherent in the particulate recording media of 
Jagannathan. Regarding claim 50, this claim does not set forth a clear positive 
recitation of the particulate tape being laminated. All that is required is that the 
particulate material be capable of functioning as claimed. Accordingly, the particulate 
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media of Jagannathan is capable of said functioning. Applicants should note that claims 
1 , 30, 40, 48, and 51 are product-by-process claims, wherein patentability is based 
solely on the product itself. 

Therefore, the prior art teachings of Jagannathan anticipate the invention as 
claimed in the present claims. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 31 , 45, 48, 62, and 64-67are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jagannathan as applied above to claims 1, 18, 30, 32-35, 37-38, 40- 
44, 46-51 , 59-63, 68-70, 72-74, 77-83, 85-86, and 88-96. 

Jagannathan is as applied above but does not specifically teach using more than 
one electrophoretic deposition bath, various carriers, laminating the formed component 
to another surface or wiring interconnects. As to claim 31 , Jagannathan teaches that a 
coating may be continually electrodeposited (column 9, lines 33-34). This teaching 
would have rendered obvious inclusion of more than one electrophoretic deposition bath 
in the process of Jagannathan. As to laminating as required by claim 62, it would have 
been obvious to the skilled artisan to laminate the particulate recording media of 
Jagannathan in order to provide increased strength to the substrate or to provide 
labeling. Regarding the specific carriers as set forth in claims 64-67, as well as 
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providing wiring interconnects as required by claim 45, these properties would have 
been obvious to choose and determine commensurate with the desired end product. 

Accordingly, the prior art teachings of Jagannathan would have rendered obvious 
the invention as claimed in claims 31, 45, 62, and 64-67. 

7. Claims 36, 39, 75-76, 71, 84, and 87 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Jagannathan as applied above to claims 1,18, 30-35, 37-38, 
40-51 , 59-70, 72-74, 77-83, 85-86, and 88-96, in view of Grabbe 5,175,928 and 
"Electrophoretic Deposition - A Review" (hereinafter Gani). 

Jagannathan is as set forth previously, but does not teach the specific particulate 
of the present claims. Grabbe teaches electrophoretic deposition of dielectric materials 
such as aluminum oxide and barium titanate and Gani teaches that various materials 
such as clays, alumina, silica, and metals can be electrophoretically deposited to form 
coatings. It would have been obvious to the skilled artisan at the time the invention was 
made, to use as the particulate material of Jagannathan any materials known in the art 
capable of electrophoretic deposition and acting as a dielectric or conductor, such as 
those particulates taught by Grabbe and Gani, motivated by the reasonable expectation 
of a known particle functioning in its known manner. 

Therefore, when considered as a whole, the combined teachings of 
Jagannathan, Grabbe and Gani would have rendered obvious the invention as claimed 
in present claims 36, 39, 71, 75-76, 84, and 87. 

Applicants have not clearly identified that which they regard as their invention. In 
particular, claims 1 , 32, and 40 are product-by-process claims wherein patentability is 
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based solely on the product. Accordingly, no patentable weight is given to the process 
limitations. Hence, the requirement of electrophoretically depositing the particulate 
material has been given no patentable weight. Accordingly, claim 1 only requires "a first 
material"; claim 32 requires "a single component", however, the presence of the term 
"comprising" allows for the presence of other components; and claim 40 only requires 
"at least two components". 
No claims are allowed. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill M. Gray whose telephone number is 703.308.2381 . 
The examiner can normally be reached on M-F 10:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached on 703.308.0449. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703.872.9310 for 
regular communications and 703.872.9311 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephoneftumber is 
703.308.0651. 
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